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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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DETAILED ACTION 

Request for Continued Examination 

1 . The request filed on 8/30/06 for a Request for Continued Examination (RCE) 
under 37 CFR 1.114 based on parent Application No. 09/248,1 1 1 is acceptable and a 
RCE has been established. An action on the RCE follows. 

Response to Amendment 

2. As per Applicant's instructions as filed on 8/30/06, claims 1-4 and 24 have been 
amended, and claim 23 has been canceled. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1-4 and 24 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The above claims contain subject matter 
(amended feature) which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

In this case, the Applicant's claimed amended feature "inputting control 
information including a user input" (similarly for corresponding method claims) is neither 
described in the specification nor shown in figs, which corresponds to the currently 
pending claims (excluding withdrawn claims). 

In other words, a user input is described with respect to Fig. 3, which represents 
a decoder according to another embodiment. However, the claimed feature of user input 
is not from the decoder (Fig. 3), but claimed from the information input unit, which was 
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not described in the specification and corresponding figs, as in figs. 1 and 4 (accurate 
representation of claims 1-4 and 24). 

Note: As a courtesy, the following grounds of rejection does not incorporate the 
amended feature(s). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 (AIPA) 
and the Intellectual Property and High Technology Technical Amendments Act of 2002 do not apply when 
the reference is a U.S. patent resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) 
prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

6. Claim 24 is rejected under 35 U.S.C. 102(e) as being anticipated by Yamaguchi 
et al (5,883,678). 

Regarding claim 24, Yamaguchi et al discloses a method of controlling 
image data, comprising; 

compressing the moving image data (Fig. 2, 140); 

designating an arbitrary portion among portions forming the moving image data 
and defining the arbitrary position as control information for the moving image data in 
entirety, the control information being compressed (200; col. 23, lines 1-14); and 

controlling the moving image data by integrating the compressed moving 
image data and the compressed control information (180). 



7. Claims 1 and 3-4 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Ishikawa et al (5,818,970). 
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Regarding claims 1 and 3-4, Ishikawa et al discloses a moving image data 
controlling apparatus/method, and computer readable medium storing a program 
for executing operations (col. 32, lines 60-64), comprising: 

a moving image source input unit (Fig. 1 , 102) inputting moving image 

data; 

a moving image data encoding unit (109) compressing the moving image 
data from the moving image source input unit; 

an information input unit (Fig. 1, 103; Fig. 29, 2006) inputting control 
information externally produced and designating a processing for arbitrary 
designated partial image data (bit map information of a character image) of the 
moving image data inputted through the moving image source input unit (col. 5, 
lines 42-63; col. 20, lines 10-25). 

a control information encoding unit (Fig. 1, 110 or 111; Fig. 29, 2007) 
compressing the control information from the information input unit; 

a data integrating unit (112) integrating a compressed image data from the 
moving image data encoding unit with a compressed control information from the 
information encoding unit (col. 5, lines 42-63); and 

storing the image data and the control information which are integrated 
(col. 3, lines 18-20). 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 
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9. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ishikawa 
etal (5,818,970). 

Regarding claim 2, Ishikawa et al discloses a moving image data controlling 
apparatus, comprising: 

a moving image source input unit (Fig. 1, 102) inputting moving image data 
comprising plural data of a predetermined partial image unit; 

a moving image data encoding unit (109) compressing the moving image 
data from the moving image source input unit; 

an area information input unit (Fig. 1 , 103; Fig. 29, 2006) inputting area 
information externally produced and defined for each arbitrary designated 
predetermined partial image (bit map information of a character image) unit of the 
moving image data inputted through the moving image source input unit (col. 5, 
lines 42-63; col. 20, lines 10-25). 

an area information encoding unit (Fig. 1, 110 or 111; Fig. 29, 2007) 
compressing the area information from the area information input unit; and 

a data integrating unit (112) integrating a compressed area information 
from the area information encoding unit, as additional information for all pixels in 
each arbitrary designated predetermined image unit of the moving image data 
inputted through the moving image source input, with a compressed digital 
moving image data from the moving image data encoding unit (col. 5, lines 
42-63). 

Even though Ishikawa et al does not particularly disclose digital images, the 
Examiner takes official notice that it is well known in the art. Therefore, it would have 
been obvious to a person of ordinary skill in the relevant art employing a moving 
image data controlling apparatus as taught by Ishikawa et al to substitute the 
moving image source with the digital moving image source in order to enhance 
the quality of the image data. 
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Conclusion 



1 0. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Shawn S An whose telephone number is 571-272-7324. 

1 1 . The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

12. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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